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Application/Control Number: 1 0/790, 1 30 Page 3 

Art Unit: 2875 

pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Specification 

The disclosure is objected to because of the following informalities: on Page 5, Line 23, 
the applicant refers to "the flashlight pen 1 also has a circular conductive member. . ." This 
application is being reviewed as if the reference to the "flashlight pen 1" was actually intended to 
be "base 70 also has a circular conductive member..." Appropriate correction is required. 

Claim Objections 

Claims 3 and 9 are objected to because of the following informalities: the phrase 
"preferably" renders the claim indefinite because it is unclear whether the limitations following 
the phrase are part of the claimed invention. Appropriate correction is required. 

Claim 10 is objected to because of the following informalities: the phrase "said base is in 
the shape of a cake" can be interpreted to be in many forms such as round, rectangular, 
hemispherical, etc. This application is being reviewed as if the "shape of a cake" is intended to 
be round with flat surfaces on the top and the bottom. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. The phrase "said decorative member" is referred to as both "candle-shaped" and later 
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"torch-shaped." The applicant fails to distinguish whether he wants the decorative member to 
"candle-shaped" or "torch-shaped" rendering the claim indefinite. For examination purposes, the 
first instance of the word "and" in Claim 9, Line 3 will be treated as an "or." 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kim (US 
Patent 6,585,388) in view of Wang (US Patent 6,299,372). 

With respect to claim 1, Kim teaches the claimed pen (Figure 1.1) comprising a hollow 
penholder (the barrel, Figure 1 .40) with a space accommodating a refill (ink cartridge, Figure 
2.30) and the refill being protruded from a tip (tip hole, Figure 3.41) of the penholder, a cap 
(stick, Figure 2.21) hollow at one end and coupled to another end of the cap (barrel thread, 
Figure 2.42), a decorative member (decorative figurine, Figure 1.2) coupled to the other end of 
the cap, a flashlight device (LED assembly, Figure 2.1 1) disposed in the cap which emits light 
through the decorative member, a pen clip (Figure 1), and a switch (push button, Figure 1.10) for 
turning on and off the flashlight device. However, Kim fails to teach the cap having at least one 
decorative strip. Wang teaches that it is well known to design the surface of a pen with a 
decoration (Figure 4.21) such as an advertising pattern (Column 2, Line 35) or decorative strips. 
It would have been obvious to one of ordinary skill in the art at the time the invention was made 
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to modify the Kim pen with that of Wang because decorative strips are aesthetically appealing 
and can be used as a marketing or advertising tool. 

With respect to claims 2-3, Kim teaches a pen clip which is coupled to a position between 
the decorative member and the cap, a candle-shaped (cylindrical) pen, and a decorative member 
(decorative figurine) made of transparent material. However, Kim does not teach the pen clip, 
the pen, or the decorative member being sprayed with a red paint. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify the Kim pen by 
spraying a red paint because such modifications are aesthetically pleasing to the consumer and 
applying color to the invention does not alter the function of the device, but merely changes the 
appearance. 

With respect to claim 4, Kim teaches a light-emitting device (Figure 1.11) containing an 
LED (Figure 1.12) and battery (Figure 1.14). However Kim does not teach the emitting light to 
be a blinking light. Wang teaches a circuit board (Figure 4.31 1) which enables and disables the 
LED and its colors. It would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify Kim with Wang because a circuit board is used to control the light- 
emitting device and therefore allow for a blinking light to more easily attract the attention of the 
user. 

With respect to claim 5, Kim teaches the invention set forth above wherein the switch is 
defined as a push button (Column 3, Line 12). 

Claims 6-8 and 10-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kim in view of Wang as applied to claims 1-5 above, and further in view of Berman (US Patent 
4,699,536). 
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With respect to claim 6, Kim in view of Wang teaches the invention set forth above 
except for a base with a guide channel for the pen. Berman teaches a base (penholder, Figure 
1.14) that allows the insertion of the pen in a guide channel (pen retaining portion, Figure 1.34) 
while the cap portion is exposed. It would have been obvious for one of ordinary skill in the art 
at the time of the invention to modify Kim in view of Wang with Berman because the addition of 
a base allows for a convenient location to store the pen. 

With respect to claim 7, Kim teaches a penholder hollow on both ends with an 
accommodating space for a refill which can protrude from the penholder tip. Kim also teaches a 
cap that is hollow on one end, has an accommodating space for the flashlight device, and is 
coupled to the penholder. 

With respect to claim 8, Kim teaches a pen clip coupled between the decorative member 
and the cap. However, Kim does not teach the pen clip being sprayed with a red paint. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the Kim pen by spraying a red paint because such modifications are aesthetically 
pleasing to the consumer and applying color to the invention does not alter the function of the 
device, but merely changes the appearance. 

With respect to claim 10, Berman teaches the base being round with a flat top and a flat 
bottom surface (Figures 1.26b and 2.26a). 

With respect to claim 1 1 , Kim teaches the invention set forth above wherein the switch is 
a press button, the flashlight device comprises an LED and a battery and is disposed of in the 
cap. However Kim does not teach the emitting light to be a blinking light. Wang teaches a 
circuit board (Figure 4.311) which enables and disables the LED and its colors. It would have 
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been obvious to one of ordinary skill in the art at the time of the invention to modify Kim with 
Wang because a circuit board is used to control the light-emitting device and therefore allow for 
a blinking light to more easily attract the attention of the user. 

Claims 9 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kim in 
view of Wang and Berman as applied to claims 6-8 and 10-11 above, and further in view of 
Hitzelberger (US Patent 1,205,628). 

With respect to claim 9, Kim in view of Wang and Berman teaches the invention set forth 
above except for the decorative member being "candle-shaped" or "torch-shaped." Hitzelberger 
teaches a portable electric light that "has the general appearance of a candle-stick holding a 
candle" (Column 1, Lines 54-55, shown in Figure 1). It would have been obvious to one of 
ordinary skill in the art at the time of the invention was made to modify the invention with 
Hitzelberger because a candle design gives the invention the appeal of being a real, lit candle 
without the fear of injury or the hazard of having a real flame. 

With respect to claim 12, Kim in view of Wang and Berman teaches the invention set 
forth above except the switch being a contact-type switch and the base comprising a circular 
conductive member and battery. Hitzelberger teaches a circular conductive member (cylindrical 
lamp receiving socket, Figure 1.3) and a battery (Figure 1.5) wherein the circular conductive 
member is disposed in the guide channel and is coupled to the battery. It would have been 
obvious to one of ordinary skill in the art to modify the Kim in view of Wang and Berman with 
Hitzelberger because using this type of connection provides quick and easy connection and 
disconnection as evidenced by its common use with light bulbs found in ordinary circumstances 
in homes and offices. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sandra O'Shea at (571) 272-2378. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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